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$PHULFD�,QYHQWV�$FW��%DFNJURXQG�

$PHULFD�,QYHQWV�$FW��$,$��VLJQHG�6HSWHPEHU����������
0RVW�FRPSUHKHQVLYH�OHJLVODWLYH�SDWHQW�UHIRUP�LQ����
\HDUV�
5DWLRQDOH�
± +DUPRQL]H�8�6��SDWHQW�ODZ�ZLWK�WKH�ULJKWV�RI�IRUHLJQ�MXULVGLFWLRQV�
± 6SHHG�XS�SDWHQW�DSSOLFDWLRQ�LQYHQWLRQ�SURFHVV�
± %ULQJ�FHUWDLQW\�WR�FRQWHQWLRXV�DVSHFWV�RI�DSSOLFDWLRQ�SURFHVV�
± 5HGXFH�OLWLJDWLRQ�FRVWV�
± 6WUHQJWKHQ�8�6��SDWHQWV�
± &UHDWH�MREV�
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$PHULFD�,QYHQWV�$FW��0DMRU�&KDQJHV�

3URYLVLRQ� (IIHFWLYH�'DWH��

4XL�7DP�)DOVH�0DUNLQJ� 6HSWHPEHU����������

3UH�,VVXDQFH�6XEPLVVLRQV� 6HSWHPEHU����������

3RVW�*UDQW�5HYLHZ�
Inter Partes�5HYLHZ��

6HSWHPEHU����������
�

6XSSOHPHQWDO�([DPLQDWLRQ� 6HSWHPEHU����������
�

)LUVW�WR�)LOH� 0DUFK����������

'HULYDWLRQ��+HDULQJV� 0DUFK����������
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3UH�$,$��)LUVW�WR�,QYHQW�3ULRULW\�
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3RVW�$,$��)LUVW�WR�)LOH�3ULRULW\�

CASE #1 

Inventor A 

Inventor B 

,QYHQWLRQ� )LOLQJ�

,QYHQWLRQ� )LOLQJ�
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Inventor B 
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)LUVW�WR�)LOH�3ULRULW\��5DWLRQDOH�

)LUVW�WR�,QYHQW�
± %HQHILFLDO�WR�LQGHSHQGHQW�LQYHQWRUV�DQG�VPDOO�
FRPSDQLHV�E\�DOORZLQJ�PRUH�WLPH��

7R�ILQDOL]H�5	'�
7R�VWDUW�IXQGUDLVLQJ�DQG�PDUNHWLQJ�

)LUVW�WR�)LOH�
± 5HGXFHV�XQFHUWDLQW\�DV�WR�SULRULW\�
± (OLPLQDWHV�OLWLJDWLRQ�E\�WKLUG�SDUWLHV�WU\LQJ�WR�VZHDU�
EHKLQG�WKH�ILUVW�ILOHG�DSSOLFDWLRQ�

± ,QFUHDVHV�WUDQVSDUHQF\��REMHFWLYLW\��SUHGLFWDELOLW\��DQG�
VLPSOLFLW\��

7UDGHRII�IURP�HTXLW\�WR�FHUWDLQW\�
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)LUVW�WR�)LOH��5HDOLWLHV�

5XVK�WR�WKH�3DWHQW�2IILFH�
± ,QYHQWRUV�ZLOO�KDYH�WR�RSWLPL]H�LQYHQWLYH�SURFHVV��
UHGXFWLRQ�WR�SUDFWLFH��DQG�SDWHQW�DSSOLFDWLRQ�SURFHVV�

,QYHQWLYH�SURFHVV�LV�D�IXQFWLRQ�RI�LQQRYDWLYH�
WKRXJKWV�IURP�WKH�ULJKW�SHUVRQ�LQ�WKH�ULJKW�SODFH�
DW�WKH�ULJKW�WLPH��
5HGXFWLRQ�WR�SUDFWLFH�DFFHOHUDWHG�ZLWK�LQFUHDVHG�
IXQGLQJ�DQG�UHVRXUFH�OHYHOV�
3DWHQW�DSSOLFDWLRQ�SURFHVV�RSWLPL]HG�LQ�ZHOO�
³RLOHG´�,3�VDYY\�RUJDQL]DWLRQV�
�
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)LUVW�7R�)LOH�3ULRULW\��'HULYDWLRQ�

6FHQDULR��7KLUG�SDUW\�KHDUV�DERXW�\RXU�LQYHQWLRQ��UXVKHV�WR�WKH�
86372��DQG�ILOHV�DQ�DSSOLFDWLRQ�«�
'HULYDWLRQ�GLVSXWHV�DUH�VXEMHFW�WR�SURFHHGLQJV�EHIRUH�WKH�3DWHQW�
7ULDO�DQG�$SSHDO�%RDUG�
± 7R�GHWHUPLQH�ZKHWKHU�WKLUG�SDUW\�GHULYHG�LWV�DSSOLFDWLRQ�IURP�\RXU�

LQYHQWLRQ�
± 2QH�\HDU�WLPH�OLPLW�
± %XUGHQ�RQ�DSSOLFDQW�WR�LGHQWLI\�GHULYDWLRQV�
'RQ¶W�UHO\�RQ�ILOLQJ�GDWH��
± .HHS�GHWDLOHG�UHFRUGV�WR�MXVWLI\�LQYHQWLRQ�WLPH�IUDPH�
± 'RFXPHQW�IORZ�RI�LQIRUPDWLRQ�WR�WKLUG�SDUWLHV��FUHDWLQJ�SDSHU�WUDLO�WR�

SURYH�GHULYDWLRQ��H�J��SUHVHQWDWLRQV��IDFLOLW\�WRXUV��HPSOR\HHV��
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6WUDWHJLHV�$GGUHVVLQJ�)LUVW�WR�)LOH�3ULRULW\�

³)LOH�(DUO\�DQG�2IWHQ´�
3XEOLF�'LVFORVXUH�
0DQDJHG�,QYHQWLYH�3URFHVV�
�
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³)LOH�(DUO\�DQG�2IWHQ´�

$SSOLFDWLRQ�6HFWLRQ� 1RQ�3URYLVLRQDO� 3URYLVLRQDO�

$EVWUDFW� <HV�

:ULWWHQ�'HVFULSWLRQ� )XOO� (QRXJK�WR�GHVFULEH�LQYHQWLRQ�DQG�
VXSSRUW�FODLPV�

3ULRU�$UW�'LVFXVVLRQ� <HV�

'UDZLQJV� <HV��IRUPDO�� <HV��LQIRUPDO��

&ODLPV� <HV�

,QIRUPDWLRQ�'LVFORVXUH�6WDWHPHQW� <HV�

,QYHQWRU\�2DWK� <HV�

 Provisional application is a one year place holder 
 Provisional application quicker and nominally cheaper 

than a non-provisional application 
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³)LOH�(DUO\�DQG�2IWHQ´�

3UHVHUYLQJ�DQ�LQYHQWRU¶V�ULJKWV�PD\�EHVW�EH�
DFFRPSOLVKHG�E\�ILOLQJ�D�8�6��SURYLVLRQDO�SDWHQW�
DSSOLFDWLRQ�
± 2QFH�DQ�LQYHQWLRQ�KDV�EHHQ�LGHQWLILHG��ILOH�D�SURYLVLRQDO�
DSSOLFDWLRQ�$6$3�

± ,I�QHFHVVDU\��ILOLQJ�PXOWLSOH�SURYLVLRQDO�SDWHQW�DSSOLFDWLRQV�DV�
WKH�LQYHQWLRQ�HYROYHV�

5XVKHG�SURYLVLRQDO�DSSOLFDWLRQ�FXWV�RII�LQYHQWLYH�
SURFHVV�
± /LPLWV�WULDO�DQG�HUURU�WKDW�PLJKW�OHDG�WR�EHWWHU��GLIIHUHQW��RU�
FKHDSHU�DOWHUQDWLYHV�

± 3XVK�WR�FRPPHUFLDOL]H�LQYHQWLRQ�FRXOG�GLVWUDFW�VWRS�LQYHQWLYH�
SURFHVV�

/LPLWHG�UHVRXUFHV�PLJKW�OHDG�WR�VLQJOH�DSSOLFDWLRQ�
DWWHPSW��
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5XVKHG�3ULRU�$UW�6HDUFK�/HDGV�WR�3UREOHPV�

&ODLPV�PLJKW�EH�WRR�EURDG�
&ODLPV�DQWLFLSDWHG�E\�SULRU�DUW�
$SSOLFDQW�ZLOO�KDYH�WR�QDUURZ�

FODLPV�GRZQ�WKH�URDG��
SRWHQWLDOO\�UHQGHULQJ�LQYHQWLRQ�
ZRUWKOHVV�
�

&ODLPV�PLJKW�EH�WRR�QDUURZ�
$SSOLFDWLRQ�OHDYHV�³FODLPV�RQ�
WKH�WDEOH´�
$SSOLFDWLRQ�ZLWK�QHZO\�DGGHG�
VXEMHFW�PDWWHU�ZLOO�KDYH�D�ODWHU�
ILOLQJ�GDWH�
([SRVXUH�IRU�WKLUG�SDUW\�SULRU�
DUW�RU�SDWHQW�DSSOLFDWLRQ�ILOLQJ�
�

3ULRU�$UW�6SDFH�

3ULRU�$UW�6SDFH�

$SSOLFDWLRQ�6SDFH�

$SSOLFDWLRQ�6SDFH�
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3XEOLF�'LVFORVXUH�

7KLUG�3DUW\�3XEOLF�'LVFORVXUH�([FHSWLRQ�$,$�������E�����%��
± ,I�DQ�LQYHQWRU�SXEOLFO\�GLVFORVHV�KLV�RU�KHU�LQYHQWLRQ�SULRU�WR�ILOLQJ��DQ\�

WKLUG�SDUW\�GLVFORVXUH�PDGH�LQ�WKH�LQWHULP�VKDOO�QRW�EH�FRQVLGHUHG�SULRU�
DUW�WR�GHIHDW�SDWHQWDELOLW\�RI�WKH�FODLPHG�LQYHQWLRQ��

± 5HVXOW��3XEOLF�'LVFORVXUH�GHIHDWV�VXEVHTXHQW�WKLUG�SDUW\�DSSOLFDWLRQ�
ILOLQJ�

± )LUVW�WR�'LVFORVH�UDWKHU�WKDQ�)LUVW�WR�)LOH�
3UREOHP���1R�GHILQLWLRQ�RI�³3XEOLF�'LVFORVXUH´�LQ�$,$�RU�UHJXODWLRQV�
'DQJHUV�RI�D�)DXOW\�3XEOLF�'LVFORVXUH�
± ,I�SXEOLF�GLVFORVXUH�UHTXLUHPHQWV�DUH�QRW�PHW��DSSOLFDQW�LV�QRW�HQWLWOHG�WR�

H[FHSWLRQ�
± ,QFUHDVHG�GDQJHUV�LI�GLVFORVXUH�LV�ZULWWHQ�XS�E\�LQYHQWRU�DQG�QRW�YHWWHG�

RXW�E\�SDWHQW�ODZ�SUDFWLWLRQHU�
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0DQDJHG�,QYHQWLYH�3URFHVV�

�
,3�0DQDJHPHQW�WR�VWDUW�HDUOLHU�LQ�LQYHQWLYH�SURFHVV�
± %L�:HHNO\�RU�0RQWKO\�HQJLQHHULQJ�SURMHFW�UHYLHZV�
± ,GHQWLI\LQJ�QHZ�LGHDV�WKDW�VKRXOG�EH�ILOHG�DV�SDWHQW�
DSSOLFDWLRQV�

± &RPSHOOLQJ�GHYHORSHUV�WR�VSHQG�PRUH�WLPH�RQ�PRUH�IUHTXHQW�
SDWHQW�GLVFORVXUHV�DQG�SDWHQW�SURVHFXWLRQ�

± 0RGLI\LQJ�WKH�HPSOR\HH�LQFHQWLYH�VWUXFWXUHV�WR�DFKLHYH�
WKHVH�JRDOV��

$QWL�'HULYDWLRQ�3URFHGXUHV�WR�EH�LPSOHPHQWHG�
± 5HYLHZLQJ�HYHU\�GHSDUWXUH�RI�D�NH\�HPSOR\HH��SHUKDSV�WR�
MRLQ�D�FRPSHWLWRU��

± 'LYHUVLRQ�RI�KLV�IRUPHU�FROOHDJXHV¶�WLPH�WR�ZULWH�DQG�ILOH�
SDWHQW�DSSOLFDWLRQV�RQ�SDWHQWDEOH�VXEMHFW�PDWWHU�GHYHORSHG�
E\�WKH�GHSDUWLQJ�HPSOR\HH��
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*ORVVDU\�

GHULYDWLRQ� ,QYHQWLRQ�WKHIW�

SULRU�DUW� $OO�LQIRUPDWLRQ�WKDW�KDV�EHHQ�GLVFORVHG�WR�WKH�SXEOLF�LQ�DQ\�
IRUP�DERXW�DQ�LQYHQWLRQ�EHIRUH�D�JLYHQ�GDWH�

UHGXFWLRQ�WR�
SUDFWLFH�

'HYHORSPHQW�RI�D�ZRUNLQJ�SURWRW\SH�RI�HLWKHU�WKH�REMHFW�RU�
PHWKRG�WKDW�KDV�EHHQ�VXIILFLHQWO\�WHVWHG�WR�GHPRQVWUDWH�WKDW�
LW�ZLOO�ZRUN�IRU�LWV�LQWHQGHG�SXUSRVH��

VZHDULQJ�
EDFN�EHKLQG��

5HPRYLQJ�D�UHIHUHQFH��H�J���SXEOLFDWLRQ��DSSOLFDWLRQ��IURP�WKH�
SULRU�DUW�E\�SURYLGLQJ�HYLGHQFH�WR�WKH�86372�WKDW�HLWKHU�����
FRQFHSWLRQ�RI�WKH�LQYHQWLRQ�RFFXUUHG�SULRU�WR�WKH�HIIHFWLYH�
GDWH�RI�WKH�UHIHUHQFH�DQG�WKH�LQYHQWRU�ZDV�GLOLJHQW�LQ�
UHGXFLQJ�WKH�LQYHQWLRQ�WR�SUDFWLFH�IURP�MXVW�EHIRUH�WKH�
HIIHFWLYH�GDWH�RI�WKH�UHIHUHQFH�XQWLO�UHGXFWLRQ�WR�SUDFWLFH�
RFFXUV�RU�����FRPSOHWLRQ�RI�WKH�LQYHQWLRQ��UHGXFWLRQ�WR�
SUDFWLFH��RFFXUUHG�EHIRUH�WKH�HIIHFWLYH�GDWH��


